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APPELLANT'S STATEMENT IN SUPPORT OF 
PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

This statement is presented by Appellant in compliance with the USPTO OG Notice of 12 
July 2005 on New Pre-Appeal Brief Conference Pilot Program. Appellant is requesting a pre- 
appeal brief conference on the belief that the rejections of record are clearly not proper and are 
without basis. Appellant's request is based upon a clear legal or factual deficiency in the 
rejections, rather than an interpretation of the claims or the prior art teachings. As such, 
Appellant believes this request for pre-appeal brief review is appropriate. 

Claims 1-6, 8-33, 40 and 41 are rejected based at least in part (under §§102(e) and 
103(a)) upon the teachings of U.S. Publication No. 2003/0018704 by Polychronidis et al 
(hereinafter "Poly"); Claims 34-39 are rejected based primarily (under § 103(a)) upon the 
teachings of U.S. Patent No. 6,957,262 to Kimura et al (hereinafter "Kimura"); and Claim 41 is 
also rejected under §101. 

While Appellant has multiple issues for appeal, the primary purpose for submitting this 
particular request for review concerns omissions of essential elements required for the prima 
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facie anticipation and obviousness rejections. More specifically, the asserted references do not 
teach each of the claimed limitations. 

The example limitations at issue for purposes of this request for review relate to a 
"terminal-coupled broker" with respect to both of the rejections based at least in part upon Poly 
and "receiving, at the service provision infrastructure, an address of the visited network service 
broker from a home network service broker associated with a home network" with respect to the 
rejection based primarily upon Kimura. To establish a prima facie § 102(e) or a § 103(a) rejection 
of at least the independent claims, these limitations must be present in the asserted references, as 
the Examiner alleges. 

Poly does not teach at least one terminal-coupled broker, as claimed. 

The Examiner contends that Poly's NPL (Network Presence and Location) agent 21 
corresponds to the claimed network service broker comprising at least one terminal-coupled 
broker. However, paragraph [0020] of Poly specifically states that "it is desirable to provide user 
presence and location information to applications which require such information, from a source 
other than the mobile (wireless) device" (emphasis added). Paragraphs [0020] and [0021] teach 
that the NPL is only coupled to the wireless network and is not in communication with mobile 
devices 22-1 and 22-N (asserted as corresponding to the claimed terminals). Further, paragraph 
[0026] indicates that the NPL agent 21 communicates with a wireless network 26 such as via a 
SMSC 28 and the SMSC 28 in turn communicates with the mobile devices 22 via the wireless 
network 26. Thus, none of the cited portions of Poly teach that NPL agent 21 is coupled to a 
mobile device. As Poly teaches that the mobile devices 22 do not communicate with NPL agent 
21, NPL agent 21 cannot correspond to the claimed network service broker comprising at least 
one terminal-coupled broker. Without a presentation of correspondence to these limitations 
which are present in each of independent Claims 1, 18, 30, 33, 40 and 41, the §102(e) rejection is 
improper. 

Further, Poly is solely relied upon as teaching a terminal-coupled broker, and the 
teachings of Rosenberg et ah (U.S. Publication No. 2003/0013434) have not been shown to 
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overcome the above-discussed deficiencies in the teachings of Poly, 
based upon Poly is also unsupported and improper. 



Thus, the § 103(a) rejection 



Kimura does not teach receiving an address of a visited network service broker from a home 

network service broker, as claimed. 

The Examiner identifies (in the Response to Arguments) that Kimura teaches that a 
mobile node sends a foreign router address to a home gateway ("home gateway receiving a 
location registration request from a mobile node"). In contrast, the claimed limitations require 
that a service provision infrastructure receives an address of the visited network service broker 
from a home network service broker (e.g., Claim 34). Thus, the identified teachings of Kimura 
appear to be unrelated to the claimed limitations. Moreover, Kimura' s server cannot correspond 
to the claimed service provision infrastructure because the server does not, and would not, 
receive an address of the visited network service broker from a home network service broker 
associated with a home network since Kimura expressly teaches that the current location of a 
terminal is determined "not using the home network" (column 6, lines 9-13). Further, it has not 
been shown where or how Kimura teaches any service brokers or facilitating of access to service 
functionality available from a visited network, as claimed. 

Kimura is solely relied upon as teaching these limitations, and the teachings of Das et al 
(U.S. Patent No. 6,742,036) have not been shown to overcome the above-discussed deficiencies 
in the teachings of Kimura. As neither of the asserted references teaches these limitations, any 
combination of the asserted teachings must also fail to correspond to the claimed limitations. 
Thus, the § 103(a) rejection is unsupported and improper. 

The basis for the §101 rejection is defective. 

The Examiner contends that page 44 of Appellant's Specification teaches that a 
computer-readable medium could include signals. However, page 44 does not appear to include 
any mention of signals or a medium. The only use of the word "signal" in the Specification is at 
page 36, where the term "signal" is used to characterize the meaning of a "bearer," and such 
discussion appears to be unrelated to the asserted statutory subject matter rejection. As the 
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discussion at page 44 does not appear to render the subject matter of Claim 41 non-statutory, and 
the Examiner acknowledges that the subject matter of Claim 41 is directed to tangible 
embodiments, the rejection is unsupported and improper. 

Conclusion 

It is respectfully submitted that there is an omission of an essential element needed to 
establish, prima facie, each of the rejections. Poly does not teach or suggest at least a terminal- 
coupled broker. Because Poly does not involve or otherwise address the asserted network service 
broker communicating with the asserted terminals, Appellant believes that the limitations 
directed to a terminal-coupled broker are improperly being overlooked , and consequently there is 
an omission of an essential element(s) required for the prima facie rejections based upon Poly. 

Kimura at least does not teach a service provision infrastructure or a service provision 
infrastructure that receives an address of a visited network service broker from a home network 
service broker. Because Kimura does not involve or otherwise address communicating with a 
home network service broker, Appellant believes that the limitations directed to receiving an 
address of a visited network service broker are improperly being overlooked , and consequently 
there is an omission of an essential element(s) required for the prima facie rejection based 
primarily upon Kimura. 

Appellant believes that this statement, when viewed together with the prosecution history, 
sets forth clear grounds for a finding that the asserted rejections are improper and without basis. 

The undersigned is of record and with authority to prosecute the appeal on behalf of the 
Assignee. 

Respectfully submitted, 

HOLLINGSWORTH & FUNK, LLC 

Attorneys at Law 
8009 34 th Avenue South, Suite 125 
Minneapolis, MN 55425 
952.854.2700 (tel.) 



Bv: Tl ^MJU 

Name: Erin M. Nichols 
Reg. No.: 57,125 
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